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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )[3 Responsive to communication(s) filed on 30 December 2004 . 
2a)Q This action is FINAL. 2b)S This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 
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4) £3 Claim(s) 1-34 is/are pending in the application. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This communication is responsive to the RCE and Amendment filed 1 2/30/2004. 

2. Claims 1-33 are pending in this application. Claims 1, 7, 8, 14, 19, 26 and 33 are 
independent claims. In the instant Amendment, claims 1-3 and 7-14 were amended, and claims 
19-33 were added. This action is made Non-Final. 

3. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC §101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

5. Claims 8 and 33-34 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter, specifically electromagnetic signals. Electromagnetic 
signals propagating over a computer network, are not physical "things," nor are they statutory 
processes, as they are not "acts" being performed. Such claimed electromagnetic signals do not 
define any structural and functional interrelationships between the electromagnetic signals and 
other claimed aspects of the invention which permit the electromagnetic signals' functionality to 
be realized. In contrast, a claimed computer - readable medium encoded with electromagnetic 
signals defines structural and functional interrelationships between the electromagnetic signals 
and the medium which permit the electromagnetic signals' functionality to be realized, and is 
thus statutory. See MPEP §2106 Section IV.B.l(a). 
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Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1-5, 7-12, 14, 16-23, 25-30, and 32-33 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Tso (U.S. patent 6,085,201). 

As per claim 1, Tso teach a method of information handling within a document created 
using a first application {e.g. e-mail application 20, at figure 2), comprising the steps of: 

entering a first information in the first application program (col. 4, lines 32- 35); 

analyzing without user intervention the first information for information to be utilized in 
a second application program (col. 4, lines 48-60; template engine analyzes the information 
passed by the first application program) 

and responding to a user selection by inserting into the document a second information 
from the second application program, the second information associated with the first 
information (col. 6, line 66 - col. 7, line 2; template engine 5). 

As to claim 2, Tso teaches the user selection to comprise an activation of a device 
selected from a group consisting of a touch screen, a keyboard button, a screen button, an icon, a 
menu, and a voice command device (col. 3, lines 34-35; col. 4, lines 35-43). 
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As per claim 3, Tso teaches the following: initializing the second application (col. 4, 
lines 48-51); searching, using the second application, for the second information associated with 
the first information (col. 5, lines 7-1 7); and retrieving the second information (col. 5, lines 
42-48). 

As per claims 4-5, Tso teaches displaying the second information (col. 5, lines 42-44), 
and completing the first or second information (col. 6, lines 6-10). 

Claims 7-8, 14 are individually similar in scope to claim 1, and are therefore rejected 
under similar rationale. 

Claims 9-12 are similar in scope to claims 2-5 respectively, and are therefore rejected 
under similar rationale. 

As per claim 14, Tso teaches the following subject matter: 

entering a first information in the first application program (col. 4, lines 32-35); 

analyzing without user intervention the first information for information to be utilized in 
a second application program (col. 4, lines 48-60; template engine analyzes the information 
passed by the first application program); and 

responding to a user selection by performing an operation related to a second 
information, the second information associated with the first information from a second 
application program (col. 6, line 66 - col: 7, line 2; col. 7, lines 14-25; template engine 5). 

As per claims 16-18, Tso teaches entering additional data into a database (col. 7, line 19) 
which is entered by a user (col. 7, lines 14-25), and located within a document (fig. 4; col. 6, 
lines 6-10). 
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Claims 19-23 and 25 are similar in scope to claims 1-4, and are therefore rejected under 
similar rationale. 

Claims 26-30 and 32 are similar in scope to claims 1-4, and are therefore rejected under 
similar rationale. 

Claims 33-34 are similar in scope to claims 1 and 4 respectively, and are therefore 
rejected under similar rationale. 

Claim Rejections - 35 USC §103 
8. Claims 6, 13, 15, 24, and 31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tso (U.S. patent 6,085,201) in view of Pandit (U.S. patent 5,859,636). 

As per claim 6, Tso does not expressly indicate the first information to comprise a name. 
However, it is known in the art that names are common information being used in an application 
such as email. For instance, Pandit teaches a method of recognition of text in a body of text and 
performing an operation relevant to the recognized text (col 1, lines 51-53), wherein text such as 
names, email addresses are also recognized. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention to include Pandit's, teaching with the 
invention of Tso because it allows for "transforming the text into an interface to other functions 
or operations". 

Claim 13 is similar in scope to claim 6, and is therefore rejected under similar rationale. 

Claim 15 is similar in scope to claim 6, and is therefore rejected under similar rationale. 
Pandit further teaches operations selected from a group consisting of an e-mail, a telex, a fax, or 
a letter (col. 2, lines 39-41, 58-59; col. 2, line 67 - col. 3, line 8). 
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Claims 24 and 31 are individually similar in scope to claim 6, and are therefore rejected 
under similar rationale. 



9. Applicant's arguments with respect to the independent claims have been considered but 
are moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sy Luu whose telephone number is (571) 272-4064. The 
examiner can normally be reached on Monday - Friday from 7:300 am to 4:00 pm (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine Kincaid, can be reached on (571) 272-4063. 

The fax number for the organization where this application or proceeding is assigned is 
(571)273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 305-3900. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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